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DETAILED ACTION 

Claim Status 

1. Claims 3 5 1 1 and 29-34 have been canceled. 
Claims 36-39 has been added as filed on 5/29/07. 
Claims 1-2, 4-10, 12-28, and 35-39 are currently pending. 

Claims 1, 2, 4-10, 12-28, and 35-39 are being examined in this application. 

Election/Restrictions 

2. Applicant's election with traverse of Group I (Claims 1-28) in the reply filed on 
12/22/2005 is as previously acknowledged. The newly added Claims 36-39 are grouped together 
with Group I invention, and thus examined in the instant application. 

Affidavit/Declaration 

3. The Declaration filed on 7/9/07 under 37 CFR 1.131 has been considered but is 
ineffective to overcome the Caren ('653) and the Caren ( 6 469) references. 

The Declaration does not set forth the country from where the claimed invention was 
established. See 37 CFR 1.131. 

Furthermore, the date of 4/24/01 stated in the "Declaration" does not antedate the 
effective filing dates of Caren ( c 469) and Caren ( 4 653) patents. 
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Claim Rejections Withdrawn 

4. In light of applicants' statement that the cited Caren ( 6 653) and Caren ( c 469) patents as 
well as the instant application are commonly owned by the same entity ("Agilent") (Reply, p. 9), 
the following claim rejections are withdrawn: 

A. ) Claims 1, 2, 4, 6-10, 12, 13, 15-18, 20, 21, and 35 are rejected under 35 
U.S.C 103(a) as obvious over Caren et al (US 6,797,469 B2; 09/28/2004; filed 03/26/2001; 
earlier priority date 4/27/1999; cited previously). 

B. ) Claims 1, 2, 4-10, 12-28, and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Caren et al (US 6,221,653; 04/24/2001; cited previously). 

C. ) Claims 1, 2, 4-10, 12-28, and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Caren et al (US 6,797,469 B2; 09/28/2004; filed 03/26/2001; cited 
previously). 

Claim Rejections Maintained 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Caren C653) 

6. Claims 1, 2, 4, 6-10, 12, 13, 15-18, 20, 21, and 35-38 are rejected under 35 U.S.C. 102(a, 
e) as anticipated by Caren et al (US 6,221,653; 04/24/2001; filing date 4/27/1999; cited 
previously). (The rejection under 35 USC 102e over the '653 patent was inadvertently omitted 
due to typographic error. The Examiner regrets any inconveniency this might have caused the 
applicants). The previous rejection is maintained for the reasons of record as set forth in the 
previous office action. The rejection over Claims 36-38 is necessitated by applicant's 
amendment to the claims. 

The instant claims recites a method for depositing a quantity of a fluid containing a 
protein of interest onto a surface of a substrate, said method comprising: (a) front loading said 
quantity of fluid into a thermal inkjet head comprising an orifice and a firing chamber, wherein 
said front loading comprises contacting said orifice with said fluid in a manner so that said fluid 
flows through said orifice into said firing chamber, wherein said quantity of fluid is no more than 
about 5 (al; (b) positioning said loaded thermal inkjet head in opposing relation to said surface; 
and (c) actuating said thermal inkjet head to deposit said quantity of fluid onto said surface in a 
manner that maintains said reagent's functionality. 

Caren et al, throughout the patent, teach a method for depositing a quantity of fluid 
containing a plurality of binding agents onto a substrate surface (such as an array) (e.g. Claims 1 
and 6 of the reference), which reads on the method of depositing fluid on a substrate of elms 1, 
12, 17, and 22, as well as the planar substrate and reagent chamber of elms 9, 10, 15, 16, 20, 21, 
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26, and 27. The reference further claims the deposition is through a thermal inkjet (e.g. Claim 1) 
through a "positioning" and an "actuating" steps, which reads on the steps of elms 1, 12, 17, and 
22. The reference also teaches loading fluid into the thermal inkjet head by allowing fluid flow 
through the orifice into said firing chamber (e.g. Claims 1 and 6), and applying back (negative) 
pressure to said head during the contacting step (e.g. Claim 7; col. 5, lines 52+), which read on 
the front loading step of elms 1, 12, 17, and 22, and back (negative) pressure of elms 2, and 35. 
The reference further teaches the deposit fluid comprises binding agents (a member of a specific 
binding pair) such as proteins, enzymes and cell lysates (containing essentially protein mixtures) 
(e.g. Claim 3; Column 2, lines 28+; col 4, lines 27+), which reads on the protein reagent of elms 
1, 7, 8, 12, 17, 22, 24, 25, and 36-38. 

The reference also teaches volumes of the firing chamber, for example, about 1 pi to 1.5 
nl (col. 5, lines 6+), which reads on the no more than (or less than) about 5 |il, and 2 \x\ of elms 

1,4, 12, 13, 17, 18, and 28. 

The reference teaches washing fluid deposited by the thermal inkjet head (col. 7, lines 
45+), which reads on the inkjet head washing step of elms 6, 12, 17, and 23. 

Discussion and Answer to Argument 
7. Applicant's arguments have been fully considered but they are not persuasive for the 
following reasons (in addition to reasons of record). Each point of applicant's traversal is 
addressed below (applicant's arguments are in italic): 

Applicants argue the "Examiner has not pointed to where Caren discloses deposition of a 
protein reagent onto a substrate (Reply, p. 8, para 1). 
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As discussed in the previous Office action (mailed 2/27/07; p.4, para 1, bottom) as well 
as stated above, the Caren reference teaches the followings: 

"The reference further teaches the deposit fluid comprises binding agents (a member of a 
specific binding pair) such as proteins, enzymes and cell lysates (containing essentially protein 
mixtures) (e.g. Claim 3; Column 2, lines 28+; col. 4, lines 27+), which reads on the protein 
reagent of elms 1, 7, 8, 12, 17, 22, 24, 25, and 36-38." 

Caren C469) 

8. Claims 1, 2, 4, 6-10, 12, 13, 15-18, 20, 21, and 35-38 are rejected under 35 U.S.C. 102(e) 
as anticipated by Caren et al (US 6,797,469 B2; 09/28/2004; filed 03/26/2001; earlier priority 
date 4/27/1999; cited previously). The previous set forth rejection under 35 USC 103(a) is 
withdrawn as discussed above. However, the previous rejection under 35 USC 102e is 
maintained for the reasons of record as set forth in the previous office action. The rejection over 
Claims 36-38 is necessitated by applicant's amendment to the claims. 
. Caren et al, throughout the patent teach: 

"A method for depositing a quantity of fluid containing a nucleic acid or polypeptide onto 
an array surface having a plurality of nucleic acids or polypeptides stably associated therewith, 
said method comprising: loading said fluid containing nucleic acid or polypeptide into a thermal 
inkjet head comprising an orifice and a firing chamber by contacting said orifice with said fluid 
in a manner sufficient for said fluid to flow through said orifice into said firing chamber; 
positioning said thermal inkjet head filled with said nucleic acid or polypeptide containing fluid 
in opposing relation to said substrate; and actuating said thermal inkjet head in a manner 
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sufficient to expel a quantity of said fluid onto said substrate surface to deposit said quantity of 
fluid on said substrate surface." (e.g. Claim 19 of the reference). This teaching reads on the 
method of elms 1, 12, 17 and 22, and the planar substrate and reagent chamber of elms 9, 10, 15, 
16, 20, 21, 26, and 27. 

The reference also teaches applying back (negative) pressure to said head during the 
contacting step (e.g. Claim 20; col. 5, lines 60+), which read on the front loading step of elms 1, 
12, 17, and 22, and back (negative) pressure of elms 2, and 35. The reference further teaches the 
deposit fluid comprises binding agents (a member of a specific binding pair) such as proteins and 
enzymes (e.g. Claim 19; Column 2, lines 31+; col. 4, lines 33+), which reads on the protein 
reagent of elms 1, 7, 8, 12, 17, 22, 24, 25, and 36-38. 

The reference also teaches volumes of fluid, for example, about 0.1 pi to 2000 pi (Claim 
23), which reads on the no more than (or less than) about 5 (il, and 2 )il of elms 1, 4, 12, 13, 17, 
18, and 28. 

The reference teaches washing fluid deposited by the thermal inkjet head (col. 7, lines 
55+), which reads on the inkjet head washing step of elms 6, 12, 17, and 23. 

Discussion and Answer to Argument 
9. Applicant's arguments have been fully considered but they are not persuasive for the 
following reasons (in addition to reasons of record). Each point of applicant's traversal is 
addressed below (applicant's arguments are in italic): 

Applicants argue the "Examiner has not pointed to a location where Caren discloses 
deposition of a protein reagent ". (Reply, p.8, para 5). 
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As discussed in the previous Office action (mailed 2/27/07; p. 6, para 2, bottom) as well 
as stated above, the Caren reference teaches the followings: 

"The reference further teaches the deposit fluid comprises binding agents (a member of a 
specific binding pair) such as proteins and enzymes (e.g. Claim 19; Column 2, lines 31+; col. 4, 
lines 33+), which reads on the protein reagent of elms 1, 7, 8, 12, 17, 22, 24, 25, and 36-38," 

Claim Rejections - 35 USC §103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Deeg 

11. Claims 1, 2, 4-10, 12-28, and 35-39 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Deeg et al (US 5,338,688; 
08/16/1994; cited previously). The previous rejection is maintained for the reasons of record as 
set forth in the previous office action. The rejection over Claims 36-39 is necessitated by 
applicant's amendment to the claims. 

Deeg et al, throughout the patent, teach a method generating of a biochemical analytical 
liquid to a target (See Abstract of the reference). The reference teaches ejecting biochemical 
analytical liquid from a jet chamber (See Claim 1 of the reference), and an inkjet printing head 
with an ink reservoir (reads on firing chamber of elms 1, 12, 17, 22) was used (See Column 6, 
lines 58-68 of the reference). Since thermal inkjet would utilize pressure to eject fluid onto 
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substrate and aspiration of reagent solution (e.g. See Example 4, step e)), these read on "applying 
back pressure to said head" of elm 2. These also read on a thermal inkjet head comprising an 
orifice (See Figure 1 of the reference, for example) and a firing chamber, and positioning said 
loaded thermal inkjet head in opposing relation to said surface (See Figure 1 of the reference) of 
elms 1, 12, 17, 22. The reference further teaches the target could be paper or polystyrene tubes 
(read on planar substrate and surface of reagent chamber; See Column 7, lines 55-60; Column 8, 
lines 14-17), as recited in elm 9, 10, 15, 16, 20, 21, 26, 27. The reference teaches the 
biochemical analytical liquid could be an enzyme, an antibody, etc. (reads on protein reagent and 
enzyme that are members of a specific binding pair as recited in elms 7, 8, 24, 25, and 36-39; 
See Claim 8 of the reference). In addition, the reference teaches the quantity of liquid ejected 
through the jet is no more than 2000 picoliters (reads on no more than about 2 or 5 microliter as 
recited in elms 1, 4, 12, 13, 17, 18; See Claim 14 of the reference). The reference also teaches 
the metered volumes were between 0.23 and 80 nl (reads on "not exceed about 200 picolitres" of 
elm 28; See Column 7, line 24). The reference further teaches a concentration of 0.5 mg/ml 
(reads on protein of interest is present in said fluid at a concentration that ranges from about 5 to 
1000 ug/ml" as recited in elms 5, 14, 19, 22) of the enzyme peroxidase was used to deposit in 
tubes by ink-jet (See Column 7, lines 14-17). Furthermore, the reference teaches washing steps 
consisting of metering tap water (reads on washing the head following actuating step as recited 
in elms 6, 12, 17, 23; See Example 4, a)-h) of the reference). 

Although the '688 patent does not explicitly teach the step of "front loading said quantity 
of fluid into a thermal inkjet head the claimed thermal inkjet head inherently performs 
"front loading" process. See MPEP 21 12.02: 
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"Under the principles of inherency, if a prior art device, in its normal and usual 
operation, would necessarily perform the method claimed, then the method 
claimed will be considered to be anticipated by the prior art device. When the 
prior art device is the same as a device described in the specification for carrying 
out the claimed method, it can be assumed the device will inherently perform the 
claimed process. In re King, 801 F.2d 1324, 231 USPQ 136 (Fed. Cir. 1986)." 

The device used in the claimed method (or process) is the same as (i.e. a thermal inkjet head 

printing device) the device of the 6 688 patent without evidence to the contrary. The instant 

specification discloses the general characteristics of the "thermal inkjet heads" that are used for 

the claimed method (see p.6, [0016] of the instant spec): 

"Thermal inkjet heads finding use in the subject methods will generally have the 
following characteristics. The size of the orifice is sufficient to produce a spot of 
suitable dimensions on the substrate surface (described in greater detail infra), 
where the orifice generally has a diameter (or exit diagonal depending on the 
specific format of the ink jet head) ranging from about 1 to 1000|im, usually from 
about 5 to 100 jam and more usually from about 10 to 60 |im. The firing chamber 
has a volume ranging from about 1 pi to 10 nl, usually from about 10 pi to 5 nl 
and more usually from about 35 pi to 1 .5 nl. The heating element ..." 

These "characteristics" are possessed by the "thermal inkjet" described in '688 (e.g. an orifice 

having drop diameter of 75 |im, and a firing chamber with at least 230 pi capacity, as well as a 

"heating element" for creating the air bubble; see col. 6, lines 60+ and col. 3, lines 30+ of the 

'688 patent). In addition, the instant specification also discloses that the device (the thermal 

inkjet) described in the '688 patent is known for "depositing bio/chemical agents such as proteins 

and nucleic acids" (p. 2, [0005] of the spec). Furthermore, applicants have stated on record that 

"the Deeg apparatus may be capable of being front loaded..." (emphasis provided by applicants) 

in the Reply entered 9/21/06, at p. 8, last para. 

The instant specification also discloses "the thermal inkjet device is front loaded with a 

fluid sample" with the term "the thermal inkjet device" referring to the devices described on p.6, 
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[0016]. Thus, it can be logically concluded that the "thermal inkjet head" of the prior art as 

described in the instant specification or the inkjet head of the 6 688 patent, "in its normal and 

usual operation, would necessarily perform the method claimed". 

Furthermore, the term "front loading" is not specifically defined, and is broadly used in 

the instant specification. For example, the instant specification states the followings: 

"In this front loading protocol, the orifice is contacted with fluid under conditions 
sufficient for fluid to flow through the orifice and into the firing chamber of the 
head, where fluid flow is due, at least in part, to capillary forces. To assist in the 
flow of fluid in to the orifice, back pressure in the form of suction (i.e. negative 
pressure) may be applied to the firing chamber of the head to assist in the flow of 
fluid to into the orifice" (see [0017] of the specification). 

Thus, the only required structural elements from this example of "front loading" described in the 
instant specification are: contacting the orifice with fluid, flowing the fluid through the orifice to 
the firing chamber, and the "flowing" is due to "capillary forces" and maybe additional back 
pressure. 

Therefore, from the above description of the "front loading" procedure, it is reasonable to 
conclude that the "front loading" is mainly through capillary forces. It is known in the art that 
capillary force is an inherent property of narrow tube to draw a liquid upwards against the force 
of gravity (see the previously cited definition for "Capillary Action" from Wikipedia.org; 2006; 
attached to the previous Office action, mailed 7/28/06). Thus the "front loading" capillary action 
is an inherent property of the inkjet head due to the narrow tube of the nozzle or firing chamber. 
In other words, whenever the inkjet head orifice, in its normal and usual operation, is in contact 
with a fluid, the inherent function of capillary suction (or "front loading") is necessarily 
performed by the inkjet head . 
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Furthermore, the instantly claimed "thermal inkjet head" used in printing ink or 
biological material, "in its normal and usual operation", would "necessarily perform" back or 
negative pressure to retain fluid in the nozzle and firing chamber. For example, Cowger et al (US 
5,409,134; 4/25/1995) teaches that "back pressure at the print head must be at all times strong 
enough for preventing ink leakage" and "a slight back pressure at the print head to prevent ink 
leakage" in thermal inkjet heads (co. 1 of 4 134). Thus, thermal inkjet heads are known to operate 
under "back" or "negative" pressure in addition to the capillary force, so that the fluid or ink in 
contact with the orifice is suctioned in the head before ejection. 

In conclusion, all elements of the instant claimed process or method is explicitly or 
inherently taught by the '688 patent as discussed above. 

Discussion and Answer to Argument 
12. Applicant's arguments have been fully considered but they are not persuasive for the 
following reasons (in addition to reasons of record). Each point of applicant's traversal is 
addressed below (applicant's arguments are in italic): 

Applicants argue that the Deeg reference does not "disclose the front loading of a fluid 
into an inkjet head" (Reply, p. 10 and p. 14). 

Each point of Applicant's traversal is addressed by the above discussion under the claim 
rejection over the Deeg ('688 patent) reference. Applicants are respectively directed to the above 
discussion for answer to argument. Overall, the Deeg reference inherently teaches "front 
loading" as discussed above (especially the underlined region in the above discussion). 
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Applicants also argue "because the Deeg apparatus may be capable of being front 
loaded does not mean that Deeg actually teaches the method of front loading... " (Reply, p. 13, 
para 4). 

Contrary to applicant's assertion, the Deeg reference inherently teaches an apparatus that 
is capable of "front loading" as well as the method step of "front loading", as discussed above 
and previously (see especially the underlined region in the body of the rejection). 

Applicants also seem to argue that because the preferred embodiment of the Deeg 
reference is to load fluid through a reservoir, the reference does not explicitly teach "front 
loading". (Reply, pp. 11-12). 

However, the court has provided the followings: 

"The use of patents as references is not limited to what the patentees describe as their 
own inventions or to the problems with which they are concerned. They are part of the literature 
of the art, relevant for all they contain." In re Heck, 699 F.2d 1331, 1332-33, 216 USPQ 1038, 
1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 1006, 1009, 158 USPQ 275, 277 
(CCPA 1968))." 

Because the cited reference inherently teaches "front loading" with or without back 
pressure, the Deeg reference anticipates or renders obvious the claimed invention. 

Double Patenting 

13. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
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is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

14. Claims 1, 2, 9 and 1 1 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 19-21 and 23 of U.S. Patent No. 6,797,469 B2 
(hereinafter referred to as '469 patent). The previous rejection is maintained for the reasons of 
record advanced on page 7 of the office action mailed on 1/27/06. 



Discussion and Answer to Argument 
15. Applicant's arguments have been fully considered but they are not persuasive for the 
following reasons (in addition to reasons of record). Each point of applicant's traversal is 
addressed below (applicant's arguments are in italic): 

Applicants state that the "requirement for a nonstatutory obviousness-type double- 
patenting rejection has not been met " (Reply, p. 14, last para). 

However, applicants did not provide specific reason for the above quoted statement. As 
discussed in the previous Office action, the '469 patent claims a method of depositing a quantity 
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of fluid containing polypeptides (i.e. protein) using the "front loading" (see Claim 19, for 
example). 

16. Claims 1, 2 and 9 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1, 3, 5-7, 9, 10, 12, 17, and 19 of U.S. Patent No. 
6,221,653 Bl (hereinafter referred to as '653 patent). The previous rejection is maintained for 
the reasons of record as set forth in the previous office action. 

Discussion and Answer to Argument 

17. Applicant's arguments have been fully considered but they are not persuasive for the 
following reasons (in addition to reasons of record). Each point of applicant's traversal is 
addressed below (applicant's arguments are in italic): 

Applicants argue that the '653 patent does not recite "in a manner that maintains said 
reagent 's functionality" (Reply, p. 15, para 4). 

Contrary to applicant's assertion, the reference patent claims a "reagent" (i.e. 
"biomolecule" such as protein; Claim 3; col. 2, lines 28+; Col3, lines 28+), and the method step 
of depositing the protein onto a surface. The recitation "in a manner that maintains said reagent's 
functionality" does not provide additional structural limitations. In addition, it would have been 
necessisary for the protein or reagent to retain its functionality after deposition because the 
"functionality" would be required for subsequent interaction with other binding agent (see Claim 
9 of '653, for example). 
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18. Claims 1,2,9 and 1 1 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1, 5, 9, 1 1-13, 15 and 18 of U.S. Patent No. 
6,656,740 Bl (hereinafter referred to as '740 patent). The previous rejection is maintained for 
the reasons of record as set forth in the previous Office action. 

Discussion and Answer to Argument 

19. Applicant's arguments have been fully considered but they are not persuasive for the 
following reasons (in addition to reasons of record). Each point of applicant's traversal is 
addressed below (applicant's arguments are in italic): 

Applicants argue the '740 patent teaches "a method of fabricating an array of 
biopolymers by in situ synthesis and thus the "requirements for a nonstatutory obviousness- 
type double-patenting rejection have not been met, (Reply, p. 15, para 8). 

However, applicants did not provide specific reason for the above quoted statement. As 
discussed in the previous Office action, the '740 patent claims a method of depositing a quantity 
of fluid containing polypeptides (i.e. protein) using the "front loading". 

20. Claims 1, 2, 6, 7, and 8 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-5, 7 and 11-19 of U.S. Patent No. 
6,323,043 Bl (hereinafter referred to as '043 patent) and claims 1, 2, 4 and 6 of its related U.S. 
Patent No. 6,884,580. The previous rejection as set forth in the previous office action is 
maintained for the reasons of record. 



Application/Control Number: 09/9 1 9,643 Page 1 7 

Art Unit: 1639 

Discussion and Answer to Argument 

21. Applicant's arguments have been fully considered but they are not persuasive for the 
following reasons (in addition to reasons of record). Each point of applicant's traversal is 
addressed below (applicant's arguments are in italic): 

Applicants argue the '043 and '580 patents teach "a method of fabricating an array of 
biopolymers by in situ synthesis ", and thus the "requirements for a nonstatutory obviousness- 
type double-patenting rejection have not been met. (Reply, p. 16, para 4). 

However, applicants did not provide specific reason for the above quoted statement. As 
discussed in the previous Office action, the '043 and '580 patents claim a method of depositing a 
quantity of fluid containing polypeptides (i.e. protein) using the "front loading". 

22. Claims 1-4 are rejected on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable over claims 1, 3, 8, 12, 14, 15 and 18 of U.S. Patent No. 6,242,266 Bl 
(hereinafter referred to as c 266 patent). The previous rejection is maintained for the reasons of 
record advanced in the previous office action. 

Discussion and Answer to Argument 

23. Applicant's arguments have been fully considered but they are not persuasive for the 
following reasons (in addition to reasons of record). Each point of applicant's traversal is 
addressed below (applicant's arguments are in italic): 

Applicants argue the '266 patent teaches "a method of fabricating an array of 
biopolymers by in situ synthesis", and thus the "requirements for a nonstatutory obviousness- 
type double-patenting rejection have not been met. (Reply, p. 16, para 8). 
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However, applicants did not provide specific reason for the above quoted statement. As 
discussed in the previous Office action, the '266 patent claims a method of depositing a quantity 
of fluid containing polypeptides (i.e. protein) using the "front loading". 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sue Liu whose telephone number is 571-272-5539. The 
examiner can normally be reached on M-F 9am-3pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Doug Schultz can be reached at 571-272-0763. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

SL 

Art Unit 1639 
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/Jon D. Epperson/ 

Primary Examiner, AU 1639 



